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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments filed 12/4/2006 have been fully considered and are 
persuasive. Applicant's arguments, see pp 12-15, filed 12/4/2006, with respect to all 
rejections of claims under 35 U.S.C. 103(a) have been fully considered and are 
persuasive. Therefore, the rejections have been withdrawn. However, upon further 
consideration, new grounds of rejection are made as detailed below. 

Claim Objections 

2. Claims 24, 46 and 50 are objected to under 37 CFR 1 .75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous claim. 
Applicant is required to cancel the claim(s), or amend the claim(s) to place the claim(s) 
in proper dependent form, or rewrite the claim(s) in independent form. 

Claim 24 recites a preparation comprising at least one aqueous suspension 
according to Claim 1 . The claim is directed to a composition but fails to recite any 
further limitation to the composition than exists in the parent claim. The recitation of "for 
use in papermaking" is merely an intended use that does not further limit the structure of 
the composition. 

Claim 46 recites a preparation comprising at least one aqueous suspension 
according to Claim 21. The claim is directed to a composition but fails to recite any 
further limitation to the composition than exists in the parent claim. The recitation of "for 
use in papermaking" is merely an intended use that does not further limit the structure of 
the composition. 



Application/Control Number: 10/629,547 Page 3 

Art Unit: 1731 

Claim 50 recites a paint or coating comprising the aqueous suspension claimed 
in Claim 21 . The claim is directed to a composition but fails to recite any further 
limitation to the composition than exists in the parent claim. The recitation of "a paint or 
coating" does not further limit the structure of the composition absent any other 
ingredients. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 26-36, 48 and 51-53 are rejected under 35 U.S.C. 112, second 

paragraph, as being indefinite for failing to particularly point out and distinctly claim the 

subject matter which applicant regards as the invention. 

Claims 26-27 and 29 recite the limitation "the aqueous solution 1 ' in Claim 1 . 
There is insufficient antecedent basis for this limitation in the claim. 

Claims 30-34 recite the limitation "a suspension or preparation" in Claim 1. 
There is insufficient antecedent basis for this limitation in the claim. 

Claims 51 and 52 recite the limitation " a suspension or preparation " in Claim 21. 
There is insufficient antecedent basis for this limitation in the claim. 

Claim 26 recites a process for manufacturing a sheet of paper with the aqueous 
solution claimed in Claim 1 , but since the claim does not set forth any steps involved in 
the method/process, it is unclear what method/process applicant is intending to 
encompass. A claim is indefinite where it merely recites a process without any active, 
positive steps delimiting how this process is actually practiced. In any case, the 
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aqueous suspension of Claim 1 is a suspension of treated calcium carbonate (CaC0 3 ) 
and cannot be formed into a sheet of paper. The latter portion of the claim appears to 
be directed to properties of a formed paper treated with the aqueous suspension, but 
fails to provide any limitations to the claimed process. 

Claim 26 further recites, in reference to the aqueous suspension of Claim 1 , the 
aqueous solution modified as described in a), appearing to indicate that the portion of 
Claim 1 labeled a) is part of a process. However, Claim 1 is a composition claim and 
recites no process steps. It is therefore not clear how the aqueous suspension of Claim 
1 is modified in a). 

Claims 30, 33-34, 48, 51 and 53 recite a process for manufacturing a sheet of 
paper or board, but since the claims do not set forth any steps involved in the 
method/process, it is unclear what method/process applicant is intending to encompass. 
A claim is indefinite where it merely recites a process without any active, positive steps 
delimiting how this process is actually practiced. For example, Claim 30 recites 
"incorporating a suspension or preparation according to Claim 1 in a process of 
manufacture of the sheet in terms of the preparation of a thick stock or a thin stock". It 
is not clear where or how the suspension or preparation is intended to be incorporated. 
Is it mixed into the stock? Is it applied to the stock preparation equipment to clean, coat 
or lubricate the equipment? Is it added to the fibers in the digestion or pulping stage of 
the fibers to prepare the thick stock? Is it added to the thick stock to dilute it to form a 
thin stock? Claims 33, 48, 51 and 53 suffer from a similar lack of clarity. 
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Claim 48 recites "manufacturing a sheet of paper with the aqueous suspension 
claimed in Claim 21." The aqueous suspension of Claim 21 is a suspension of treated 
CaC0 3 and cannot be formed into a sheet of paper. 

Claims 28, 35-36 depend from and thus inherit the indefiniteness of the above 
rejected claims. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
. forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1-3, 5, 9, 11-12, 16-19, 21-22, 24, 26, 28-30, 35, 37, 43, 46, 48 and 50-51 

are rejected under 35 U.S.C. 102(b) as anticipated by or, in the alternative, under 35 

U.S.C. 103(a) as obvious over Passaretti (5043017) as evidenced by Plumstead 

(2178606). 

Claims 1-3, 9, 17, 19: Passaretti discloses a process for treating a slurry of 
either precipitated CaC0 3 or fine ground limestone (natural CaC0 3 ). The pH of a slurry 
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of the CaC0 3 is adjusted to 8.0 using C0 2 , thus producing reaction products of the 
carbonate with C0 2 . Phosphoric acid was added to and reacted with the slurry, thus 
producing reaction products of the carbonate with a medium strong to strong H 3 0 + ion 
provider. The pH of the slurry rose to 8.0 without adding a base after a few minutes and 
was still 8.0 after 24 hours (Abs; col 5, lines 54-59; col 6, lines 37-47; col 7, lines 45-64, 
Example 3). 

Passaretti does not disclose that the C0 2 is gaseous; however, gaseous C0 2 is 
commonly used in the art and its use would have been obvious to one of ordinary skill in 
the art. 

Passaretti does not disclose the weight of the paper produced. The composition 
disclosed by Passaretti contains all of the structural features of the claimed composition. 
The additional claimed properties of a paper add no further limitation to the structure of 
the claimed composition. The claimed properties imparted to a paper filled with the 
composition are inherent or, at least, it would have been obvious to one of ordinary skill 
in the art to obtain the claimed properties in paper because, where the claimed and prior 
art apparatus or product are identical or substantially identical in structure or 
composition, a prima facie case of either anticipation or obviousness has been 
established. In re Best, 562 F.2d 1252, 1255, 195 USPQ 430, 433 (CCPA 1977). In 
other words, when the structure recited in the reference is substantially identical to that 
of the claims, the claimed properties or functions are presumed to be inherent. 

With regard to Claim 3, Passaretti also discloses that sulfurous acid (H2S03) can 
be used although phosphoric acid is preferred (col 4, lines 9-12). 
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Claim 5: Passaretti discloses that the CaC0 3 has a surface area from 7-1 1 m2/g 
and a particle size of 0.7 to 1.4 jam (col 6, lines 41-45). 

Claims 11-12, 16, 43: Passaretti discloses treatment with acid in the presence of 
C0 2 , thus at least part the treatment with C0 2 and acid occurs concurrently or in 
parallel. In addition, treatment with sulfurous acid also generates gaseous carbon 
dioxide from the carbonate material, thus also resulting in simultaneous or parallel 
treatment of the CaC0 3 with C0 2 and acid (if evidence is needed, see Plumstead, p 1, 
right col, line 53 to p 2, left col, line 3). Passaretti discloses that the pH is initially 
lowered to approximately 5 with the acid treatment, but then rises to 8.0 within a few 
minutes of mixing. Thus, the duration of steps a) and b) is between 0 and 10 hours and 
the pH of the suspension is beyond 7.5 after 1 hour without addition of a base. Note 
that the language of Claim 12 "may be repeated" makes the repetition of steps a) and b) 
optional, thus single a) and b) steps are also embodied. 

Claims 18 and 37: Limestone is a natural CaC0 3 source usually in the form of 
calcite, and can also contain dolomite (if evidence is required, see the Encyclopedia 
Britannica Concise Encyclopedia, term = limestone). 

Claims 21-22: Passaretti discloses the treated slurry or aqueous suspension 
(Col 7, lines 46-63, Example 4). 

Claims 24 and 46: Passaretti discloses treatment of the CaC0 3 in a 
papermaking furnish (col 4, line 52 to col 5, line 8), thus disclosing a papermaking 
preparation comprising natural CaC0 3 , reaction products of the carbonate with C0 2 , 
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and reaction products of the carbonate with a medium strong to strong H 3 0* ion 
provider at a pH of 8.0. 

Claims 26, 28-30, 35, 48 and 50-51 : Passaretti discloses that the treated 
pigment is used as a filler in paper or as a pigment in paint (col 3, lines 28-38), thus it 
would have been obvious to one of ordinary skill in the art to make a paint or a paper 
comprising the treated pigment. For the reasons previously stated, the claimed 
properties imparted to a paper comprising the composition are inherent or, at least, it 
would have been obvious to one of ordinary skill in the art to obtain the claimed 
properties in paper. As stated above, Passaretti discloses treatment of the CaC0 3 in a 
papermaking furnish. Preparing a papermaking furnish is considered by the Examiner 
as equivalent to preparing a thick or thin stock. 

5. Claims 10, 33-34, 36, 42 and 53 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Passaretti. 

Claim 10: Passaretti does not disclose the source for the C0 2 . However, 
gaseous C0 2 is readily available from suppliers (external sources), thus would have 
been an obvious option to one of ordinary skill in the art. In addition, when sulfurous 
acid is used in the treatment, gaseous C0 2 is generated in-situ. 

Claims 33-34 and 53: Passaretti does not disclose the source of the fibers used 
in making a paper; however, it is well known to make filled papers using natural fibers 
from soft and hardwoods, grasses or other cellulosic sources as well as synthetic fibers. 
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Making a paper using cellulosic wood fibers, including resinous or deciduous wood, and 
non-wood fibers would thus have been obvious to one of ordinary skill in the art. 

Claim 36: Digital printing on a paper is a well known process and would have 
been obvious to one of ordinary skill in the art. 

Claim 42: In the absence of teaching in the instant Specification of any particular 
benefit therefrom, the claimed C0 2 pressures would have been obvious to provide the 
amount of C0 2 required to bring the pH to 8, and could have been determined by one of 
ordinary skill in the art by routine experimentation. 

6. Claims 6-7, 25, 27, 39-41, 47 and 49 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Passaretti in view of Tokita et al (4900620). 

Passaretti does not disclose particles with surface areas higher than 1 1 m 2 /gm. 
Passaretti also does not disclose a process where CaC0 3 is added as a filler 
(impregnating the paper) and as a coating. 

Tokita et al discloses an ink jet recording paper comprising a precipitated CaCC>3 
filler and a coating comprising precipitated or ground CaC0 3 . Suitable CaC0 3 has a 
surface area range from 1-30 m 2 /g (col 3, lines 16-27; col 4, lines 24-49). Thus CaC0 3 
is known to those of ordinary skill in the art as a filler and as a coating material. A broad 
surface area range is also known. 

The art of Passaretti, Tokita et al and the instant invention is analogous as 
pertaining to CaC0 3 fillers and coating materials for paper. It would have been obvious 
to one of ordinary skill in the art to treat CaC0 3 having the claimed surface area using 
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the method of Passaretti in view of Tokita et al to impart acid stability to the particles for 
use in paper. It would also have been obvious to make paper by impregnating the 
paper with the treated CaC0 3 as a filler and by coating the paper as well known uses of 
the pigment. 

7. Claims 13 and 44 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Passaretti in view of Thomas (4359828). 

Passaretti does not disclose the temperature of the treatment. Passaretti does 
disclose that the treatment can be performed in the papermaking furnish during the 
papermaking process (col 3, line 53 to col 4, line 8). 

Thomas teaches temperatures of typical' papermaking furnishes from 21.1 to 
93.3 °C (col 6, line 64 to col 7, line 4). 

The art of Passaretti, Thomas and the instant invention is analogous as 
pertaining to treatment of papermaking stock. It would have been obvious to one of 
ordinary skill in the art to treat the CaC0 3 at the claimed temperature in the process of 
Passaretti in view of Thomas as a typical temperature of the papermaking furnish where 
the treatment of Passaretti is conducted. 

8. Claims 8 and 23 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Passaretti in view of Stewart et al (4732748). 

Passaretti does not disclose drying the treated CaC0 3 containing aqueous 
suspension. 
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Stewart et al discloses a finely divided CaC0 3 opacifying filler in papermaking 
that is useful as an aqueous slurry (suspension) or as a dry filler (Abs). The filler can be 
shipped and stored as an aqueous suspension or as a filter cake, centrifuge cake or 
spray dried powder (col 4, lines 25-30). 

The art of Passaretti, Stewart et al and the instant invention is analogous as 
pertaining to the use of CaCC>3 as a filler in papermaking processes. It would have 
been obvious to one of ordinary skill in the art to dry the treated CaC0 3 containing 
suspension of Passaretti in view of Stewart et al to provide a shippable or storable 
product having lower weight and volume, thus having lower shipping and storage cost. 

9. Claims 8 and 23 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Stewart et al or Plumstead 
(2178606). 

Claims 8 and 23 are product-by-process claims. The product of Stewart et al (col 
4, lines 25-30) or Plumstead (p 2, left col, lines 19-22) appears to be the same as or 
similar to the claimed product, dried CaC0 3 , although produced by a different process. 
The burden therefore shifts to applicant to come forward with evidence establishing an 
unobvious difference between the claimed product and the prior art product. In re 
Marosi, 710 F.2d 798, 802, 218 USPQ 289, 292 (Fed. Cir.1983). "In the event any 
differences can be shown for the product of the product-by-process claims 8 and 23 as 
opposed to the product taught by the reference Stewart et al or Plumstead, such 
differences would have been obvious to one of ordinary skill in the art as a routine 
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modification of the product in the absence of a showing of unexpected results: see also 
In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985)" 

10. Claims 21 and 46 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Plumstead or Passaretti. 

Claims 21 and 46 are product-by-process claims. The product of Plumstead (p 
1 .right col, line 44 to p 2, right col, line 6) or Passaretti appears to be the same as or 
similar to the claimed product, a treated aqueous suspension of CaC03, although 
produced by a different process. The burden therefore shifts to applicant to come 
forward with evidence establishing an unobvious difference between the claimed 
product and the prior art product. In re Marosi, 710 F.2d 798, 802, 218 USPQ 289, 292 
(Fed. Cir. 1983). "In the event any differences can be shown for the product of the 
product-by-process claims 21 and 46 as opposed to the product taught by the reference 
Plumstead or Passaretti, such differences would have been obvious to one of ordinary 
skill in the art as a routine modification of the product in the absence of a showing of 
unexpected results: see also In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 
(Fed. Cir. 1985)" 

1 1 . Claim 35 is rejected under 35 U.S.C. 1 02(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Stewart et al. 

Claim 35 is product-by-process claims. The product of Stewart et al (col 6. lines 
18-59) or of Plumstead (p 4, col 1, lines 71-74) appears to be the same as or similar to 
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the claimed product, a paper or board comprising a filler of CaC0 3 , although produced 
by a different process. The burden therefore shifts to applicant to come forward with 
evidence establishing an unobvious difference between the claimed product and the 
prior art product. In re Marosi, 710 F.2d 798, 802, 218 USPQ 289, 292 (Fed. Cir.1983). 
"In the event any differences can be shown for the product of the product-by-process 
claim 35 as opposed to the product taught by the reference Stewart et al, such 
differences would have been obvious to one of ordinary skill in the art as a routine 
modification of the product in the absence of a showing of unexpected results: see also 
In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985)" 

Allowable Subject Matter 
12. Claims 4, 38 and 45 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

Claims 31 and 52 would be allowable if rewritten to overcome the rejection(s) 
under 35 U.S.C. 112, 2nd paragraph, set forth in this Office action and to include all of 
the limitations of the base claim and any intervening claims. 

Claims 4 and 38: The previous art that comprises acid and C02 treatment of 
carbonates discloses only small quantities of acid in the process, [i.e.- less than 6 
percent of the amount of CaC0 3 (Passaretti, Fig. 3 and col 4, lines 38-41)]. The use of 
larger relative amounts of acid is not anticipated or suggested by prior art. 

Claim 45: Passaretti discloses that, upon addition of the acid, the pH drops 
initially but returns to a value of 8 within minutes, appearing to indicate a rapid reaction. 
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Further support for a rapid reaction is the disclosure of the treatment in the papermaking 
furnish. Reacting the carbonates for 2-6 hours to prepare the fillers of the instant 
invention is neither disclosed nor made obvious by the process of the nearest prior art. 

Claims 31 and 52: While there is a large body of prior art dealing with CaC0 3 
fillers and a large body of art dealing with recycling white liquor and broke, the filler 
compositions are added to the new stock and not the recycle streams. The recycle 
streams contain fillers lost during the draining and forming process but new filler 
compositions are not added to these streams prior to their combination with the new 
stock. Thus the prior art does not suggest adding new filler compositions to the recycle 
streams alone. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dennis Cordray whose telephone number is 571-272- 
8244. The examiner can normally be reached on M - F, 7:30 -4:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steven Griffin can be reached on 571-272-1 189. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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